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! The caption of this proceeding was anended by the Board to
reflect the change of nane of the original applicant (Berkley,
Inc.) which was recorded with the Assignnment Branch of the
Ofice at reel 2181, frane 814.
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Berkl ey, Inc. (by change of name to Pure Fishing,
Inc.) has filed an application to register the mark

BERKLEY CATCH MORE FI SH and desi gn, as depicted bel ow,

Berkiey

for the foll ow ng goods:

Class 7: Battery-operated hook sharpeni ng machi nes
and fishing line strippers;

Class 8: Fishing hand tools, nanely, pliers,

fishing

kni ves, scissors, hook files, crinpers,
l'ine

cutters, and manual | y-operated |ine
spool i ng

machi nes;
Class 9: Fishing tools, nanmely, weigh scales;

Class 16: Printed nmatter in the form of | abels and
decal s;

Class 25: Shirts, caps, hats, jackets, coats and
wi ndshirts;

Cl ass 26: Enbroi dered enbl ens;

Cl ass 28: Fishing rods; fishing reels; fishing |ine;

artificial fishing lures; artificial
fishing

baits; fish attractants; fishing tackle,
namely, fishing hooks, |eaders used for
fishing, fishing | eader kits, downriggers,
swi vel s, snap sw vels, snaps, knotless
fasteners, connector sleeves; fishing rod
racks; fishing rod hol ders; tackle boxes;
fishing rod cases; sportsperson’s fishing
bags; and ice fishing strike indicators;
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Cl ass 36: Financial sponsorship of fishing, golf and
tenni s tournaments. ?

RA Brands, L.L.C. has filed an opposition to
registration of the mark on the ground of priority of use
and |ikelihood of confusion under Section 2(d) of the
Trademark Act.® 1In the notice of opposition, opposer
al |l eges use since at |east as early as January 1994 by
opposer and its predecessor-in-interest, Rem ngton Arns
Conpany, of a design mark for a stylized fish together
with a stylized fishing line in connection with opposer’s
products which include fishing tackle, fishing |ine,
fishing hooks, fishing | eaders and flying discs, along
with clothing and cloth patches for clothing; ownership
of a registration for the mark,* in which the design is

shown as foll ows;

2 Serial No. 75/671,704, filed March 31, 1999, based on an
all egation of a bona fide intention to use the mark in comrerce.
3 Al'though opposer al so makes a general allegation of dilution
in the notice of opposition, opposer has failed to pursue this
ground. Accordingly, we have given it no consideration.
* Registration No. 2,046,114, issued March 18, 1997, for the
mar k shown above for the foll ow ng goods:
Class 25: dothing and apparel, nanely, shirts, hats and
j ackets;
Class 26: Coth patches for clothing;, and
Class 28: Sporting goods, nanely, fishing tackle, fishing
line, fishing hooks, fishing | eaders and flying
di scs.
The registration contains a description of the mark as “the
design of a stylized fish and stylized fishing line artistically
arranged to suggest the fish is chasing the line or is hooked by
it.”
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and |ikelihood of confusion with applicant’s use of its
mar k, which opposer alleges is to be used with identical
or closely related goods and which allegedly contains a
stylized depiction of a fish that is strikingly simlar
to that of opposer’s mark.

Applicant, in its answer, has denied the salient
al | egations of the notice of opposition.?

The Record

The record consist of the pleadings; the file of the
i nvol ved application; opposer’s testinony deposition,
wi th acconpanying exhibits, of Alfred D. Russo, Jr.;
applicant’s responses to certain of opposer’s
interrogatories, together with the exhibits provided as
part of those responses, made of record by opposer’s

notice of reliance; and the stipulated testinonial

5 W note that applicant has attached to its answer exhibits
which are alleged to show wi despread use of stylized fish inages
by others as, or in connection with, nmarks for goods used for
fishing. No consideration has been given to these exhibits,

i nasmuch as exhibits to pleadings are not evidence on behal f of
the party to whose pleading the exhibits are attached. See
Trademark Rule 2.122 (c). Only those materials introduced by
applicant during its testinony period have been taken into

consi derati on
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decl aration of applicant’s wi tness Mark V. Sparacino,
wi th acconpanyi ng exhibits.

Both parties filed briefs, but an oral hearing was
not requested.

Facts

The evi dence establishes that in the early to md
1990s, opposer’s predecessor, Reni ngton Arns Conpany,
hired an agency to redesign the packaging for the seven
brands of fishing |ine which were Rem ngton’s only
products at the tinme. One of the designs which the
agency suggested as a single logo to distinguish all of
Rem ngton’s fishing products was the stylized fish design
which is the subject of this opposition. M. Russo
testified that at the time the fish design was sel ected
t he agency reported, after making a conpetitive audit of
stores and ot her brands of fishing |ine, that there was
no one in the field using a stylized fish. (Deposition p.
49) .

Rem ngt on began using the stylized fish design by at
| east October 1994. Since introduction of the design
mar k, Rem ngton has not sold any of its STREN |ine of
fishing products w thout the design mark. Rem ngton does
not use the fish design alone, but rather in conjunction

with its STREN word mark. (Deposition p. 58). Rem ngton
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obtained a registration for its design mark on March 18,
1997 and the registration was | ater assigned to opposer,
an intell ectual property hol ding conpany, which |icensed
the mark back to Rem ngton.

Opposer sells its products, and particularly fishing
line, in mass nerchant outlets such as Wal-Mart and
Kmart, in regional chains such as Dick’s Sporting Goods,
in small retail outlets such as tackle shops, in gas
stations and through catal og nerchants. The products for
the nost part are displayed on wall pegs in the stores.
Opposer and applicant are direct conpetitors in the
fishing line products market. Opposer and applicant
share approximately 80% of the market for these products,
with applicant being the market | eader at 43-45% and
opposer having 35-37% of the market. Applicant markets
its products in the sanme manner as opposer and thus
applicant’s products are often displayed on pegs in the
sane stores side-by-side with opposer’s products.
Opposer’s nost popul ar-selling fishing line ranges in
cost from$5 to $8 and the conparative products of
applicant fall within the sanme price range.

Opposer’s main advertising of its products featuring
its fish design mark is by neans of magazi nes and

television. The nmagazines are targeted towards fishernen
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or outdoorsmen, either on a national or regional |evel.
The advertisenents feature both the STREN word mark and
the stylized fish design. Opposer’s advertising budget
runs several mllion dollars per year. Opposer also
promotes its STREN |line of fishing products at trade
shows, consunmer shows, tournanment fishing shows, fishing
clinics and the Ilike.

Applicant filed its application on the basis of an
intent to use the mark and, although it states in its
brief that its mark has been in use since March 1999,
appl i cant has introduced no evidence of actual use of the
mar k. Opposer, however, has introduced testinony that
opposer becane aware of applicant’s use of its mark
approximately 18 to 24 nonths prior to the taking of the
deposition in July 2001

Di scussi on

Priority is not an issue here in view of opposer’s

ownership of its pleaded registration.® See King Candy

® In order to make a pl eaded registration of record, an opposer
nmust either nake a status and title copy of the registration of
record or introduce testinony as to the status and title of the
registration. W note that during the testinony of M. Russo
with respect to the pleaded registration, he specifically stated
that the registration had been transferred fromthe original
regi strant, Rem ngton Arns Conpany, to opposer RA Brands. Thus,
current title was established. M. Russo gave no direct
testinony as to the current status of the registration. Inits
brief, however, applicant has acknow edged the registration as
bei ng of record. Furthernore, the copy introduced as Exhibit 1
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Co. v. Eunice King’s Kitchen, Inc., 496 F.2d 1400, 182
USPQ 108 (CCPA 1974). In addition, opposer’s wtness M.
Russo has testified to the use of the stylized fish mark
at |l east by October 1994, a date well prior to
applicant’s filing of its intent-to-use application on
March 31, 1999.

Turning to the issue of |ikelihood of confusion, we
take into consideration all of the du Pont factors which
are rel evant under the present circunstances and for
whi ch there is evidence of record. See E.I. du Pont de
Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973).

| nsof ar as the respective goods are concerned, we
find a definite overlap in both the fishing products and
the clothing items of the parties. The renmaining goods
and services of applicant are closely related to
opposer’s goods. Applicant has in fact acknow edged t hat
its goods and services conpete directly with those of
opposer. Thus, for purposes of our analysis the goods
and services are considered identical in part and

ot herwi se cl osely rel at ed.

by M. Russo was taken fromthe U S. Trademark El ectronic Search
System (TESS) and has the information on its face that the
registration was “live” as of the |last update of the system

whi ch was July 10, 2001, the date of the deposition. Under
these circunmstances, we find that opposer has satisfied the
requirement with respect to establishing both current title and
status of the registration.
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Furthernmore, there are no restrictions in the goods
and/ or services as identified in the application and
registration as to the channels of trade or the class of
purchasers. Because there are no such limtations, it
nmust be presuned that the goods and/or services of both
would travel in all the normal channels of trade and be
avai lable to all the usual purchasers of goods and/or
services of this type. See Canadi an |Inperial Bank v.
Wel | s Fargo Bank, 811 F.2d 1490, 1 USPQ2d 1813 (Fed. Cir.
1987). M. Russo has testified that applicant and
opposer are the two top conpetitors in the field and that
t he goods of both are offered for sale in the sane retail
outl ets and are often displayed side-by-side.

VWil e applicant contends that this side-by-side
di splay affords the prospective purchaser the opportunity
for conparison and distinction of both the products and
t he marks associated therewith, we are not convinced that
the purchasers of these types of fishing products, and
particularly of fishing line, would take the time or
effort to so carefully exam ne the marks being used by
the conpetitors. Although M. Russo has testified as to
the availability of different types of fishing line and

di fferent equi pment according to regional fishing needs,
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t hese fishing products remain relatively inexpensive
items which are purchased wi thout any great degree of
foret hought or consideration, other than perhaps
purchasing the right type of fishing line for a
particul ar fisherman’s need. Wile purchasers may have
beconme nore sophisticated as to the variety of products
available in the field, we do not consider this
sophi stication sufficient to prevent |ikelihood of
confusion as to the source of the goods if confusingly
simlar marks are used on the conpeting products.

Thus, we come to the factor which is highly
determ native in our analysis, nanmely, the simlarity or
dissimlarity of the respective marks. Opposer’s basic
argunment is that its stylized fish design and the fish
desi gn of applicant’s mark convey the sane overall visua
i mpressions and any small differences in the designs
woul d not be renembered by purchasers. While
acknow edgi ng the additional presence of the words
BERKLEY CATCH MORE FISH in applicant’s mark, opposer
argues that purchasers will still think that applicant’s
goods are sponsored by or are in sone way related to
opposer in view of the simlarity of the two fish
desi gns. Opposer cites the statenment made by the

predecessor of our present review ng court (the CCPA) in

10
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its decision in Finn v. Cooper’s Inc., 292 F.2d. 555, 130
USPQ 269 (CCPA 1961) that:

This court has expressly rejected the argunent that

one may imtate the picture part of a trademark of

anot her, and avoid the |ikelihood of confusion,

m st ake, or deception of purchasers by using

di fferent

word trademarks in association with the synbol mark.
130 USPQ at 273.

Applicant, in response, argues that the marks nust
be considered in their entireties.’ Applicant contends
t hat opposer’s conparison of the nutilated marks, | ooking
only at the fish portion of applicant’s mark, is not the
proper basis for analysis.® In naking a detail ed
conpari son of the marks, applicant points not only to
di fferences such as the presence of fishing line in
opposer’s mark and not in applicant’s and the facing of

the fish in opposite directions, but also to many small er

differences in the depiction of the fish thenmselves. In

" Mpplicant, in its arguments, has addressed not only the

pl eaded fish design of opposer, but also the conposite of the
fish design and the word STREN, this being the manner in which
opposer uses the fish design. QOpposer, however, has only

pl eaded use and registration of the fish design and thus for
pur poses of this opposition we consider only the fish design.
It is well accepted that a party nmay use nore than one mark at
the sanme tine and thus we find no reason to consider the fish
desi gn other than as a separate mark.

8 Wil e applicant nakes a point of denonstrating that smal

di fferences exist between the fish design as actually used by
opposer and the registered mark, we find these differences
insignificant in our conparison of applicant’s and opposer’s
mar ks.

11
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addi ti on, applicant notes the prom nent appearance of the
house mark BERKLEY in its mark, as well as the words
CATCH MORE FI SH

Applicant al so argues the suggestiveness of the fish
desi gn when consideration is given to the fishing
products with which the marks are being used. Applicant
refers to the declaration of Mark Sparaci no which
i ncludes as exhibits packaging of eleven third-party
fishing products in which a fish, either stylized or nore
phot ographic in nature, is depicted. |In addition,
applicant relies upon the over 400 tradenark
regi strations and applications made of record by
opposer’s notice of reliance which show marks which
consist of, either in whole or part, fish designs for
fishing products and services Applicant argues that
given the common use of fish designs for fishing products
and services, purchasers will |ook to the words STREN and
BERKLEY that are featured, respectively, on opposer’s and
applicant’s products as the indication of source.

When we conpare the marks in their entireties, we
find the overall commercial inpressions of applicant’s
and opposer’s marks to be entirely different. Opposer’s

mar k consists solely of a stylized fish, together with a

12
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stylized fishing line. Applicant’s mark is a conposite
mark featuring not only the house mark BERKLEY, but al so
t he sl ogan, CATCH MORE FISH. The fish design el ement of
applicant’s mark is of mnimal significance in the
overall inmpression. Moreover, the fish design itself is
clearly not a replica or imtation of opposer’s
particul ar design.

Of even nore inportance is the fact that a fish
design in general is highly suggestive when used in
connection with fishing products, as denonstrated by the
evi dence of record. The exhibits attached to the
decl arati on of Mark Sparacino specifically show use by
third parties of simlar fish designs in connection wth
fishing products. The third-party registrations, while
not evidence of use of the marks or public famliarity
therewith, are evidence that fish designs have appeal ed
to others as a trademark elenment in the field of fishing
products and services and that the designs are not
particularly distinctive but rather have a suggestive
significance in the field. See Bost Bakery, Inc. v.

Rol and | ndustries, Inc., 216 USPQ 799, 801, n.6 (TTAB
1982). Contrary to opposer’s contention that this third-
party evidence is irrelevant because, opposer cl ains,

nost of these designs are not remptely simlar to

13
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opposer’s mark, we find this evidence highly persuasive
of what little significance purchasers would attach to
the fish design elenent of applicant’s conposite mark.

Moreover, the circunstances in the Finn case relied
upon by opposer are distinctly different fromthose here.
In that case the petitioner’s design mark consisted of a
representation of a jockey and respondent’s nmark
consi sted of the words JERRY FINN and a representation of
a hitching post in the formof a jockey. Both marks were
bei ng used in connection with clothing. The Board, in
Cooper’s Inc. v. Finn, 124 USPQ 10 (TTAB 1959), found the
jockey figure in respondent’s mark to be entirely
arbitrary as applied to wearing apparel and to be of such
prom nence as to create a commercial inpression separate
and apart fromthe name JERRY FINN. Thus, the Board
determ ned the figure alone m ght well be relied upon by
purchasers in identifying the source of the goods, and in
view of the simlarity to petitioner’s figure mark, m ght
| ead purchasers to assune that respondent’s goods
originated with, or were in sone way associated wth,
petitioner.

The CCPA upheld the decision of the Board. Finn v.
Cooper’s Inc, supra. The Court enphasized the commerci al

significance which petitioner’s mark had acquired well

14
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bef ore respondent’s adoption of a simlar synmbol “as the
dom nant part of the registered mark.” 130 USPQ at 273.
It was under these conditions that the Court applied the
principle cited by opposer that one could not “imtate”
the synmbol or “picture part” of another one’ s trademark
and avoid |ikelihood of confusion by using a different
word mark in conjunction with the synbol.

In this case, however, applicant’s fish design is
clearly not arbitrary when used in connection with
fishing products and related services. Furthernore,
applicant’s fish design is but a small insignificant
portion of its mark as a whole and does not create a
conmmerci al i npression separate and apart fromthe
conposite mark. Thus, there is no reason for purchasers
to attribute a common source to the fishing products of
appl i cant and opposer based solely on any simlarity of
the fish designs.

Despite opposer’s argunents that its fish design is
wel | -know and that mllions of dollars have been spent
advertising and promoting this mark, we cannot place
opposer’s stylized fish design per se in the category of
a well-known mark. As acknow edged by M. Russo, the
design mark is always used in conjunction with the STREN

word mark. Al though there may have been | arge

15
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advertising expenditures and extensive use of the
conposite mark of which the fish design is a part, there
is no evidence of record of separate use or pronotion of
the fish design. There is no evidence to support any
contentions that the fish design alone is well-known or
woul d be recogni zed by purchasers as what opposer
describes as “a unifying icon” for its products. In

addi tion, as pointed out previously, applicant’s fish
design is not an imtation or close replica of opposer’s
fish design. All in all, no parallel can be drawn to the

ci rcumst ances in the Finn case.

As a final factor for consideration, opposer raises
t he question of applicant’s intent in adopting its nmark,
arguing that applicant intended to trade on the goodw I |
of opposer by selecting its simlar fish design. Wile
we woul d agree that applicant nost certainly was aware of
opposer’s mark, which had been used since 1994 in the
sane markets and for the same type of fishing products,
we can draw no further inferences as to applicant’s
intent in adopting its mark. Moreover, since we have
found that applicant’s fish design is neither an
imtation of opposer’s mark nor a significant el enment of
applicant’s mark, we have no basis upon which to concl ude

that there was bad faith on the part of applicant.

16
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Opposer, having failed to introduce any direct evidence
to support its claim has not established that
applicant’s adoption of its mark was know ngly done wth
the intention of trading on the goodw || of opposer’s
mar K.

Accordi ngly, upon taking all the relevant du Pont
factors into consideration, we find the balance to fall
on the side of no likelihood of confusion. Regardless of
the fact that the goods and/or services of the parties
are either identical or closely related and the markets
are the same, the marked differences in the comerci al
i npressions created by the marks as a whole, taken in
conjunction with the highly suggestive nature of a fish
desi gn when used with fishing products or rel ated
services, clearly tips the scale in applicant’s favor.

Deci si on: The opposition is dism ssed.
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